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Applicant(s) 

MOEHLER, GUNTER 
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2873 



Period for Reply^ ° ATE communication a PP ears on * e cover sheet with the correspondence address ~ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ' 

" E ? en o.'2 nS 0f time may be available un «fer the provisions of 37 CFR 1.1 36(a). In no event however mav a reolv be timelv filon 
after SIX (6) MONTHS from the mailing date of this communication nowever, may a reply be timely filed 

" S!SE2£E2£?" el "^ a ,T iS 1 SS tha " thirty (30) dayS ' a reply within the statjtory minimum of ™«y P0) days will be considered timelv 

Status 

Responsive to communication(s) filed on 19 June 2002 . 
2a)D This action is FINAL. 2b)|g| This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 C D 1 1 453 O G 21 3 
Disposition of Claims 

4) E3 Claim(s) 2 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)EI The drawing(s) filed on 19 June 2002 is/are: a)B accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) £x] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)G3AII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 



2.Q Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 17.2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 , □ Notice of References Cited (PTO-892) 4) Q lntervjew Summary (pTCM1 

2 U Notice of Draftsperson s Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-I^T ' 

3) I2SI Information Disclosure Statement(s) (PTO-1449) Paper No(s) none . 6) □ Other: 
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DETAILED ACTION 
Claim Objections 

1 . Claim 2 is objected to because of the following informalities: The phrase "adjusting the 
maximum position" is a separate method step. It should appear on its own line, and the first 
method step, ending with "first position", should end with a semicolon. Also, the step might be 
clearer if it were worded "adjusting to the maximum position." Furthermore, nouns such as "a 
nosepiece or a slide" added after "starting" and "adjusting" would be helpful. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 2 recites the limitation "the maximum position" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 



~~ Claim Rejections - 35 USC §102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. Claim 2 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Kojima and Nagano 
(English abstract of JP 04-093908, reference AR in applicants' IDS, received by PCT/PTO 15 
FEB 2002). Kojima et al. disclose a method for detecting the maximum quantity of possible 
positions of an exchangeable nosepiece (revolver) or slide in a microscope system (English 
abstract; although their stated purpose is different, their method has the steps claimed in claim 2 
and can therefore be used for the same purpose) comprising the steps of: 

starting from an initial position which corresponds to a first position (lines 1-2 of 
"Constitution"; by applicants' admission on page 3, lines 2-3, a nosepiece is mounted in an 
initial position according to mounting instructions; also, any nosepiece inherently has at least one 
position, which can be labeled initial or first); 

adjusting the maximum position (line 4 of "Constitution": "switch the objective lens" and 
lines 7-8 of "Constitution" in the submitted abstract: the revolver switches N objective lenses and 
therefore must at some point reach the maximum position); 

comparing this maximum position to a position registered in a memory (line 5 of 
"Constitution" in the submitted abstract); and 

storing the result of the comparison (line 6 of "Constitution" in the submitted abstract). 

Conclusion 

— MyJnquiry_Qoncermngihisxo 

examiner should be directed to Deborah A. Raizen whose telephone number is (703) 305-7940. 
The examiner can normally be reached on Monday-Friday, from 8 a.m. to 4:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Y. Epps can be reached on (703) 308-4883. The fax phone numbers for the 
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organization where this application or proceeding is assigned are (703) 872-9318 for regular 
communications and (703) 872-9319 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 



April 21, 2003 
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Scott J.^Sugarman 
Primary Examiner 



